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MCN INTERNATIONAL, INC.
NO. 03-409;  124 S.CT. 981 
Oral Argument:  10 AM, October 5, 2004

Petitioner’s reply brief due August 23, 2004
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QUESTION BEFORE THE U.S. SUPREME COURTQUESTION BEFORE THE U.S. SUPREME COURT
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RESPONDENTS’ QUESTION BEFORE
THE U.S. SUPREME COURT

Whether an incontestable trademark can be 
“used fairly” within the meaning of 15U.S.C. 
1115(b)(4), by a competitor of the 
trademark owner where the competitor 
commercially uses the trademark in 
connection with its own similar goods, and 
that use is likely to lead consumers to 
confuse the competitor’s goods with the 
trademark owner’s goods.
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15 U.S.C. 1115(b)(4)
1115.  Registration on principal register as evidence of 
exclusive right to use mark; defenses

. . . .

(b) Incontestability; defenses

. . . .

That the use of the name, term, or device charged to be 
an infringement is a use, otherwise than as a mark1, of 
the party’s individual name in his own business, or of the 
individual name of anyone in privity with such party, or of 
a term or device which is descriptive of2 and used 
fairly and in good faith3 only to describe the goods or 
services of such party, or their geographic origin; or
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1115(b)(4) DEFENSE ELEMENTS:

1. NOT AS A TRADEMARK

2. DESCRIPTIVE USE

3. USED FAIRLY AND IN GOOD FAITH
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FACTUAL BACKGROUND
PERMANENT COSMETIC INDUSTRY

Lasting and KP sell liquid pigments that are injected into a 
person’s skin.  The pigment alters the hue of the skin.
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LASTING’S FEDERAL REGISTRATION
In 1992 Lasting filed an application with the USPTO for 
its “MICRO COLORS” trademark.  On May 11, 1993, 
the USPTO registered the Micro Colors trademark.
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HOW THIS CASE GOT STARTED?

IN JAN, 2000, A CEASE AND DESIST LETTER WAS 
SENT TO K.P. PERMANENT MAKE-UP 
REQUESTING IT CEASE USE OF THE TERM 
“microcolor” ON ITS MARKETING AND 
ADVERTISING MATERIALS AND PIGMENT 
BOTTLES
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KP’S 3 USAGES OF THE 
“MICROCOLOR” TERM

• 1.  On its seminar flyer

• 2.  Allegedly on its pigment bottles

• 3.  On its tri-fold marketing brochure
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KP’S DECLARATORY RELIEF ACTION FILED IN MARCH, 2000
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OUR COUNTERCLAIMS FOR INFRINGEMENT, UNFAIR 
COMPETITION AND FALSE ADVERTISING
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THE OCT., 2000 EX PARTE APP’L FOR TRO AND 
PRELIMINARY INJUNCTION
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1. KP’S SEMINAR FLYER, ALLEGEDLY USED DURING 1990 - 1991
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2. KP’S PIGMENT BOTTLE LABELS
(BUT NO ACTUAL BOTTLE PRODUCED BY PK SHOWING THAT 

LABEL AFFIXED.  ALLEGED STARTED USING IN 1990)

KP’S BOTTLE 
INDEPENDENTLY 
GATHERED BY 
LASTING

KP’S DIRECT EVIDENCE OF 
USING THE PHRASE IN 1990.  
KP DID NOT PRODUCE AN 
ACTUAL BOTTLE WITH THE 
LABEL AFFIXED
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3. KP’S TRIFOLD BROCHURE AND 
ITS WEB SITE (USE DATE:1999 AND THEREAFTER)
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DISTRICT COURT’S RULING DENYING TRO AND PRELIMINARY 
INJUNCTION GROUNDED ON ALLEGED PRIOR TRADEMARK 

USE UNDER TERRITORIAL RIGHT 15 USC 1065
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MAY, 2001 CROSS-MOTIONS FOR 
SUMMARY JUDGMENT / ADJUDICATIONS

LASTING’S ISSUES:

1. KP CANNOT SATISFY “PRIOR USE” 
AFFIRMATIVE DEFENSE UNDER 15 USC 1065 
IN THAT KP DID NOT ACQUIRE STATE 
TRADEMARK RIGHTS

2. LASTING’S “MICRO COLORS” IS 
PREDOMINATELY TEXTUAL AND NOT LIMITED 
TO THE COMPOSITE MARK

3. “MICRO COLORS” IS NOT GENERIC
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KP’S ISSUES

1.  THE PHRASE “MICRO COLORS” IS 
GENERIC.

2.  LASTING’S INCONTESTABLE STATUS IS 
LIMITED TO THE COMPOSITE MARK AND 
NOT THE GENERIC “MICRO COLORS” 
PHRASE INSIDE THE BOX DESIGN. 

3.  LASTING CANNOT SHOW LIKELIHOOD 
OF CONFUSION.

4.  KP IS ENTITLED TO USE THE PHRASE 
UNDER THE FAIR USE DOCTRINE.
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DISTRICT COURT’S RULING GRANTING KP’S 
SJM AND DENYING LASTING’S SJM

1.  “MICRO COLORS” IS GENERIC
2.  EVEN IF “MICRO COLORS” IS NOT 
GENERIC, IT IS DESCRIPTIVE

LOGIC: LASTING HAD ARGUED THAT KP WAS USING “MICROCOLOR” 
DESCRIPTIVELY BECAUSE IT WAS USING IT TO DESCRIBE ITS 
BOTTLE CONTENTS, I.E. MICROCOLOR: RED.  “IF THE DESCRIPTIVE 
NATURE OF “MICRO COLORS” HOLDS TRUE FOR [KP], IT HOLDS 
TRUE FOR [LASTING] AS WELL”

IN COUNTERING KP’S PRIOR USE UNDER STATE LAW (15 USC 1065), 
LASTING HAD TO ARGUE THAT KP WAS NOT USING THE 
MICROCOLOR PHASE AS A TRADEMARK BECAUSE IT WAS USING 
THE PHRASE DESCRIPTIVELY.

(CONTRADICTORY LEGAL STRATEGIES)
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3.  ALTHOUGH “MICRO COLORS” HAS 
ACHIEVED INCONTESTABLE STATUS.  
THUS, PRESUMPTION OF 
DISTINCTIVENESS OR IF DESCRIPTIVE, 
SECONDARY MEANING IS PRESUMED. 
HOWEVER, THAT PRESUMPTION IS 
LIMITED TO THE EXACT COMPOSIT MARK 
AS REGISTERED BY LASTING.

4.  FAIR USE DOCTRINE:  (A) NOT A 
TRADEMARK USE, (B) FAIRLY AND IN GOOD 
FAITH, AND (C) DESCRIPTIVE USE

(A) AND (C ) CONCEDED BY LASTING.  (B) IS FROM KP’S 
EARLIER USE
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JUNE, 2001 APPEAL TO THE NINTH CIRCUIT
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NINTH CIRCUIT’S RULING (APRIL 30, 2003)

328 F.3d 1061; 66 U.S.P.Q.2d 1509

Circuit Judges: Procter Hug, Jr., Melvin Brunetti, and 
Diarmuid F. O’Scannlain.  
Opinion written by Justice Hug
(they have good reputations at the U.S. Supreme Court)

1. “MICRO COLORS” IS NOT GENERIC

2. INCONTESTABILITY EXTENDS TO THE MOST 
SALIENT FEATURE OF THE MARK AND NOT 
LIMITED TO THE COMPOSITE AS A WHOLE  (CITING 
PARK ‘N FLY, 469 U.S. 189)

3. CLASSIC FAIR USE DEFENSE REQUIRES THE 
ANALYSIS OF LIKELIHOOD OF CONFUSION
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PORTION OF THE NINTH CIRCUIT’S OPINION 
CAUGHT KP’S ATTENTION AND KP USED IT AS ITS 
BASIS FOR ITS CERT. PETITION TO THE U.S. 
SUPREME COURT:

“Therefore, KP can only benefit from the fair use 
defense if there is no likelihood of confusion between 
KP’s use of the term “micro color” and Lasting’s mark. 
…..   However, as discussed above, because in this 
case, there can be no fair use If there is a likelihood of 
confusion, the likelihood of confusion analysis must be 
addressed.  (328 F.3d 1072)”
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PRESENTER’S COMMENT:
(1) “[t]here can be no fair use If there is a 
likelihood of confusion” is different from 
(2) there can’t be a fair use if there is a 
likelihood of confusion.

(1) is not absolute and (2) is absolute.

(cert. improvidently granted?)

KP’S SPIN ON (1) IN ITS CERT. PETITION TO THE U.S. 
SUPREME COURT:  

“WHAT GOOD IS THE FAIR USE DEFENSE IF THE ONLY 
TIME YOU GET TO USE IT IS WHEN THERE IS NO 
INFRINGEMENT?”
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AUGUST, 2003 KP’S PETITION FOR 
A WRIT OF CERTIORARI
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SUPREME COURT’S REQUEST TO FILE AN OPPOSITION 
DESPITE WAIVING FILING OF AN OPPOSITION BY LASTING
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OUR OPPOSITION TO KP’S CERT. PETITION
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JAN. 9, 2004, U.S. SUPREME COURT GRANTED KP’S PETITION FOR 
A WRIT OF CERTIORARI
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LEGISLATIVE HISTORY AND OVERVIEW OF LANHAM ACT

Hearing before the House and Senate:  
Jan. 19, 1938 – May 14, 1946 (World War II in between)

Protects consumers and producers and their “ability to 
distinguish between competing goods”  Park ‘N Fly vs. 
Dollar Park and Fly   469 U.S. 189 (1985)

“Fairly” defined as “not calculated to deceive” mirrors pre 
Lanham case law.  (remark of Mr. Rogers describing the 
Shredded Wheat case, 77th Cong., 1st Sess. 63-74 
(1941).
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The term “used fairly” was enacted as part 
of the Lanham Act in 1946 and must be 
read against the background of the then 
existing common law relating to the tort of 
“unfair competition”

Herring-Hall-Marvin Safe Co. v. Hall’s Safe 
Co.:  it was “unfair” under common law for a 
competitor to use a descriptive term that 
had acquired secondary meaning for 
another party’s goods in a manner that was 
likely to confuse.  208 U.S. 554 (1908)
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WHAT DOES 
“MICRO COLORS” MEAN TO 
YOU? 

DOES IT HAVE A PRIMARY 
DESCRIPTIVE MEANING?
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(PRESENTER’S SIMULATION)

IS IT FAIR FOR KP TO USE THE BELOW 
RIGHT SIDE BOTTLE?
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