K.P. VS. LASTING IMPRESSION 125 S.Ct. 242
How Does it Impact Your Trademark Practice?
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Contact Charles C.H. Wu at CCHWU@WCLAWYERS.COM for a copy of this
PowerPoint presentation
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QUESTION ANSWERED BY THE
U.S. SUPREME COURT

(QUESTION FRAMED BY JUSTICE SOUTER WHO DELIVERED
THE OPINION)
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HOW THIS CASE AROSE

1991 OR 1992: KP ALLEGEDLY WAS USING THE
FOLLOWING LABEL ON ITS PIGI\/IENT LABEL..

K.P. PERMANEN’I‘ MAKE—UP

MICROCOLOR: BLACK 1 (Soft Black)
Contains: iron Oxide and Alcohol.
LOS ANGELES, CA 90012
NON TOXIC (SHAKE WE‘LL)

1993 LASTING OBTAINED FEDERAL TRADEMARK
REGISTRATION FOR THE FOLLOWING

“/MICRO-COLORS® Pigment

MICRO
: COLORS
B I:

A IIHIIEHEBETTRHINNESS

1 This is a disputed fact to be determined pending remand to the lower courts
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1999: (A) KP'S NEW USAGE OF “MICROCOLOR” ON ITS WEB SITE
AND BROCHURES

(B) LASTING’S “MICRO COLORS” BECAME INCONSTESTABLE

<
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MAY, 2001 CROSS-MOTIONS FOR
SUMMARY JUDGMENT / ADJUDICATIONS

LASTING'S ARGUMENTS:

1. KP CAN NOT SATISFY “PRIOR USE”
AFFIRMATIVE DEFENSE UNDER 15 USC 1065
IN THAT KP DID NOT ACQUIRE STATE
TRADEMARK RIGHTS

2. LASTING'S “MICRO COLORS” IS
PREDOMINATELY TEXTUAL AND NOT LIMITED
TO THE COMPOSITE MARK

3. "MICRO COLORS” IS NOT GENERIC
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KP'S ARGUMENTS
1. THE PHRASE "MICRO COLORS" IS
GENERIC.

2. LASTING'S INCONTESTABLE STATUS IS
LIMITED TO THE COMPOSITE MARK AND
NOT THE GENERIC "MICRO COLORS”
PHRASE INSIDE THE BOX DESIGN.

3. LASTING CANNOT SHOW LIKELIHOOD
OF CONFUSION.

4. KP IS ENTITLED TO USE THE PHRASE
UNDER THE FAIR USE DOCTRINE.
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THE LAW: 15 U.S.C. 1115(b)(4)

1115. Registration on principal register as evidence of
exclusive right to use mark; defenses

(b) Incontestability; defenses

That the use of the name, term, or device charged to be
an infringement is a use, otherwise than as a mark?, of
the party’s individual name in his own business, or of the
iIndividual name of anyone in privity with such party, or of
a term or device which is descriptive of2 and used
fairly and in good faith3 only to describe the goods or
services of such party, or their geographic origin; or
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1115(b)(4) DEFENSE ELEMENTS:

1. NOT USED AS A TRADEMARK
(FOCUS ON DEFENDANT’S USE)

2. DESCRIPTIVE USE (FOCUS ON
DEFENDANT’S USE)

3. USED FAIRLY (OBJECTIVELY) AND
IN GOOD FAITH (SUBJECTIVELY)
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DISTRICT COURT'S RULING GRANTS KP'S
SJM AND DENIES LASTING'S MSA

1. "MICRO COLORS” IS GENERIC
2. EVEN IF "MICRO COLORS” IS NOT GENERIC, IT IS DESCRIPTIVE

3. ALTHOUGH “MICRO COLORS” HAS ACHIEVED INCONTESTABLE
STATUS. THUS, PRESUMPTION OF DISTINCTIVENESS OR IF

DESCRIPTIVE, SECONDARY MEANING IS PRESUMED. HOWEVER,
THAT PRESUMPTION IS LIMITED TO THE EXACT COMPOSIT MARK

AS REGISTERED BY LASTING.

4. FAIR USE DOCTRINE: (A) NOT A TRADEMARK USE, (B) FAIRLY
AND IN GOOD FAITH, AND (C) DESCRIPTIVE USE
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NINTH CIRCUIT'S RULING (aAPRIL 30, 2003)
328 F.3d 1061; 66 U.S.P.Q.2d 1509

Circuit Judges: Procter Hug, Jr., Melvin Brunetti, and
Diarmuid F. O’ Scannlain.  Opinion written by Justice Hug

1. "MICRO COLORS” IS NOT GENERIC

2. INCONTESTABILITY EXTENDS TO THE MOST
SALIENT FEATURE OF THE MARK AND NOT
LIMITED TO THE COMPOSITE AS A WHOLE (CITING
PARK ‘N FLY, 469 U.S. 189)

3. CLASSIC FAIR USE DEFENSE REQUIRES THE
ANALYSIS OF LIKELIHOOD OF CONFUSION.

# 3 1S AT ISSUE BEFORE THE U.S. SUPREME COURT

CERT. PETITION AVERS THAT # 3 ABOVE, THE 9™ CIRCUIT USES THE
ZERO TOLERANCE APPROACH. | READ IT DIFFERENTLY.
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U.S. SUPREME COURT’S RULING 125 S.Ct. 542 (2004)
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SUPREME COURT OF THE UNITED STATES

No. 03—-409

KP PERMANENT MAKE-UP, INC., PETITIONER v.
LASTING IMPRESSION I, INC., ET AL.

ON WRIT OF CERTIORARI TO THE UNITED STATES COURT OF
APPEALS FOR THE NINTH CIRCUIT

[December 8, 2004]

JUSTICE SOUTER delivered the opinion of the Court.*

The question here 1s whether a party raising the statu-
tory affirmative defense of fair use to a claim of trademark
infringement, 15 U.S. C. §1115(b)(4), has a burden to
negate any likelihood that the practice complained of will
confuse consumers about the origin of the goods or ser-
vices affected. We hold it does not,
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IN SUMMARY::

1.

DEFENDANT ASSERTING THE FAIR USE
DEFENSE DOES NOT HAVE THE BURDEN TO
NEGATE PLAINTIFF'S CASE IN CHIEF,
“‘LIKELIHOOD OF CONFUSION” ELEMENT.

LIKELIHOOD OF CONFUSION IS STILL A
RELEVANT FACTOR IN THE FAIR USE ANALYSIS
(125 S.Ct. 550)

KP HAD ARGUED THE IRRELEVANCY OF ANY AMOUNT OF CONFUSION SO

LONG AS IT MET THE 3 ELEMENTS OF FAIR USE DEFENSE: (1) NOT
USED AS A MARK; (2) USED DESCRIPTIVELY; AND (3) USED FAIRLY AND
IN GOOD FAITH. WE CONSIDER A FAVORABLE OPINION IF THE
SUPREME COURT KEEPS THE LIKELIHOOD OF CONFUSION ELEMENT
IN THE FAIR USE ANALYSIS BECAUSE WE CAN THEN ARGUE THAT “NOT
USED AS A MARK” ELEMENT.
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HOW DOES IT IMPACT YOUR TRADEMARK PRACTICE?

IF YOU REPRESENT THE TRADEMARK HOLDER:

A. IF ADESCRIPTIVE MARK IS SELECTED, THE FAIR
USE DEFENSE MAY COME UP LATER ON IN
LITIGATION.
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EXAMPLES OF MARKS HELD TO BE DESCRIPTIVE

AFTER TAN;

AMERICA'S BEST POP CORN;

BED & BATH,;

BEER NUTS SALTED NUTS;

BEST COMPUTER SUPPORT SERVICES;
COMPUTERLAND RETAIL COMPUTER STORES;
CONSUMER TESTING LABORATORIES CONSUMER TESTING SERVICES;
DOC-CONTROL DOCUMENT CONTROL SOFTWARE;
DYANSHINE SHOE POLISH,;

EASYLOAD TAPE RECORDERS;

EXPRESS EMPLOYMENT SERVICES;

FIRST BANK BANKING SERVICES

FOOD FAIR SUPERMARKET;

HOLIDAY INN MOTEL;

MUSTANG TRAILER,;
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NO SPOT CAR WASH SYSTEM,;

OFF THE RACK MENS’ STORE;

PATENT & TRADEMARK SERVICES, INC.;
PENTOMINO DOMINO WITH FIVE SQUARES;
PRE-INKED RUBBER PRINTING STAMP;

PRO STYLE HAIR DRYER;

RAISIN-BRAN RAISIN AND BRAN CEREAL;

SAVON GASOLINE;

ROCKTOBER OCTOBER FESTIVAL OF ROCK MUSIC;
SCREEN FAX PHONE FAX DEVICE WITH SCREEN AND TELEPHONE;
TELEMED REMOTE MEDICAL ANALYSIS SERVICE;
TENDER VITTLES CAT FOOD;

TINZ HAIR COLORING FORMULA

VISION CENTER OPTICAL CLINIC

WORLD BOOK ENCYCLOPEDIA
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IF THERE IS ANY CONFUSION OR LIKELIHOOD OF
CONFUSION, IMMEDIATELY DOCUMENT IT
BECAUSE IT WILL REFUTE ELEMENT # 1 OF THE
FAIR USE DEFENSE: "NOT USED AS A MARK”

ACTUAL CONFUSION OR LIKELIHOOD OF CONFUSION
PROVIDES A STRONG INFERENCE THAT
DEFENDANT'S USE OF THE MARK IS A TRADEMARK
USE.

trademark use ?

B. COUNSEL CLIENTS TO AVOID USING A
WORD OR PHRASES FROM A DICTIONARY
AS A TRADEMARK.
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C. IF CLIENT'S MARK IS A COMPOSITE MARK (WORD +
LOGO), FILE FOR BOTH THE WORD MARK AND THE
LOGO MARK. (SEE THE BELOW)

D. APPLY FOR THE “INCONTESTABLE"” STATUS AFTER
5 YEARS OF NON-CONTESTED USE.

E. BOLSTER SECONDARY MEANING.

(1) HAVE INDUSTRY ASSOCIATION RECOGNIZE OR
ACKNOWLEDGE THAT CLIENT'S MARK IS

DISTINCTIVE AND ASSOCIATION MEMBERS
ASSOCIATE THE MARK TO CLIENT.

(2) CONDUCT HEAVY PROMOTIONS OF THE MARK.
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